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REMARKS 

The application has been carefully reviewed in light of the rejection dated March 7, 201 1. 
Claims 32-41 are pending in the application. Applicants reserve the right to pursue the original 
claims and other claims in this and other applications. 

Claims 32-39 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
WO 91/01225. Claims 40-41 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
WO 91/01225. Applicants respectfully traverse the claim rejections for at least the following 
reasons. 

With respect to independent claim 32, Applicants respectfully submit that the speckle 
pattern in the claimed invention is completely different from the relief pattern disclosed in 
WO 91/01225. Applicants submit herewith the evidence of experiments that show the 
differences between the claimed speckle pattern and the relief pattern disclosed in WIPO 
Publication No. 91/01225, presented through a Declaration under 37 CFR § 1 . 132. In view of 
the evidence presented herein, Applicants respectfully assert that the rejection of independent 
claim 32 should be withdrawn. 

From the results shown in the Declaration, it is clear that there are complete differences 
between effects by the embossment on the surface derived from the speckle pattern described in 
the present application (including the claims) and the embossment on the surface of an existing 
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diffuser formed by sand-blasting. The claimed speckle pattern is the pattern of the inverted, 
hollow cylindrical elastomeric member that is the result of performing the claimed process steps. 

WO 91/01225 does not disclose a "speckle pattern." It is understood in the art that 
"Speckle pattern" means "a random intensity pattern produced by the mutual interference of a set 
of wavefronts." A copy of a relevant Wikipedia article is attached to the Declaration. The 
statistical distribution of the speckle pattern can be determined by changing the shape of the 
diffuser mask or optical distance from the diffuser mask. The relief pattern (formed by granular 
materials such as talc or sand) described in the cited reference is a random pattern, but is not a 
"speckle pattern," as known to one skilled in the art. As noted in the Wikipedia article, this is 
not a new term, but has been known for hundreds of years to have this particular definition. 

WO 91/01225 does not disclose the one-piece invertible hollow cylindrical elastomeric 
master. Rather, WO 91/01225 discloses a silicone casting rubber which may be a reversible 
material, but does not disclose inverting it. Besides, the casting material in WO 91/01225 
adheres to the sleeve 20, so that it cannot be inverted. (See pages 7 to 8 and FIGs. 2 to 4 of 
WO 91/01225.) 

Further, claims 33-41 depend from allowable independent claim 32, respectively. 
Applicants respectfully assert that claims 33-41 also are allowable at least because of the 
additional features they recite and the reasons set forth above. For example, the claimed "sine 
function" of claim 41 pattern of the speckle pattern in claim 41 is not obvious, and the Office 
Action did not provide any evidence or support for the statement that shows the "sine function" 

DBV 67537721.1 



ATTORNEY DOCKET NO. 042715-5066 
Application No. 1 0/68 1 ,467 
Page 8 



is well-known in the roller art. Only a mere conclusory statement is made with no evidence or 
Graham factors analysis. M. P. E. P. § 2142 states that: 



The key to supporting any rejection under 35 U.S.C. 103 is the clear articulation 
of the reason(s) why the claimed invention would have been obvious. The 

Supreme Court in KSR International Co. v. Teleflex Inc., 550 U.S. , , 82 

USPQ2d 1385, 1396 (2007) noted that the analysis supporting a rejection under 
35 U.S.C. 103 should be made explicit. The Federal Circuit has stated that 
"rejections on obviousness cannot be sustained with mere conclusory statements; 
instead, there must be some articulated reasoning with some rational underpinning 
to support the legal conclusion of obviousness." In re Kahn, 441 F.3d 977, 988, 

78 USPQ2d 1329, 1336 (Fed. Cir. 2006). See also KSR, 550 U.S. at ,82 

USPQ2d at 1396 (quoting Federal Circuit statement with approval). 

As there is no articulated reasoning, documentary evidence, or any other support for the 
Office Action's bare statement that "the claimed pattern is well-known in the roller art" (without 
even mentioning in the Office Action what the "claimed pattern" is), the Office Action has failed 
to establish a prima facie case of obviousness for at least claim 41 . It is further noted that the 
Office Action did not even assert Official Notice. 



It would not be appropriate for the examiner to take official notice of facts 
without citing a prior art reference where the facts asserted to be well known are 
not capable of instant and unquestionable demonstration as being well-known. 
For example, assertions of technical facts in the areas of esoteric technology or 
specific knowledge of the prior art must always be supported by citation to some 
reference work recognized as standard in the pertinent art. 

M.P.E.P. § 2144.03(A) (emphasis in original). Such documentary evidence is requested 
if the rejection is maintained. 
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In view of the foregoing, Applicants respectfully request reconsideration and the timely 
allowance of the pending claims. Should the Examiner feel that there are any issues outstanding 
after consideration of this response, the Examiner is invited to contact Applicants' undersigned 
representative to expedite prosecution. 



This paragraph is intended to be a CONSTRUCTIVE PETITION FOR EXTENSION 

OF TIME in accordance with 37 C.F.R. § 1.136(a)(3). If there are any other fees due in 
connection with the filing of this response, please charge the fees to our Deposit Account 
No. 50-0310. If a fee is required for an extension of time under 37 C.F.R. § 1.136 not accounted 
for above, such an extension is requested and the fee should also be charged to our Deposit 
Account. 



Respectfully submitted, 

MORGAN, LEWIS & BOCKIUS LLP 

/Rachael Lea Leventhal/ 

By: 

Rachael Lea Leventhal 
Reg. No. 54,266 



Dated: July 5, 2011 

CUSTOMER NO. 009629 
MORGAN, LEWIS & BOCKIUS LLP 

1111 Pennsylvania Avenue, NW 
Washington, DC 20004 
Tel.: (202)739-3000 
Fax: (202) 739-3001 



DBV 67537721.1 



